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REMARKS 

Claims 1-17 are currently pending in this application. Applicant respectfully requests 
reconsideration of the present application in view of the reasons that follow. 

A detailed listing of all claims diat are in the application is presented, with an appropriate 
status identifier for each. 

Claim Rejections ^ 35 U,S.C. § 103(a> 

a* Rejection of daims 1-11 and 13-16 based on Ottenstein in view of Helms 

In section 1 of the OflElce Action, claims 1-11 and IS^-ld are rejected under 35 U.S.C. § 
103(a) as being unpatentable over Ottenstein (U.S. Patent No. 5,270,81 8) in view of Helms (U.S. 
Patent No. 5,952,992). With legard to claims 1 , 8, and 13, Applicants respect&Uy submit that 
the Office Action fails to establish a prima facie case of obviousness because there is no 
suggestion or motivation for one of ordinary skill in tlie art to modify pttenstem or to otherwise 
combine the teachings of Ottenstein and Helms to somehow arrive at the subject matter of claims 
1, 8, and 13. More specifically, there is no suggestion or motivation to combine the teachings of 
Ottenstein and Hehns because, viewed as a whole, the disctosure of Ottenstein specifically 
teaches away fiiom a combination of Ottenstein with teachings of Hetog. 

The Office Action states that: 

[S]ince Helms already discloses the "essence" of the invention as 
recited in the claims except for details regarding ambient light 
sensor configurations, which are fiilly disclosed by Ottenstein, the 
Office believes tiiat the techniques of Ottenstein's invention would 
be directly applicable with the computing ^vironment of Hehn's 
and could be easily combined as Ottenstein ujses hardware that is 
directly applicable to mobile or handheld computing devices such 
as a microprocessor and various switches. 
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Applicants respectfully submit that this conclusion fails to consider the cited references in their 
entirety, including disclosure that teaches away from a combination of Ottgnstgin and Helms , 
For example, Helmfi discloses that: 

[I]t k apparent that a user could significantly increase the runtime 
bet9v^een battery changes . * . by takmg advantage of ambient light 
conditions that increase the visibility of the LCD, that is, low 
ambient light, and decreasing ^e brightness level of the LCD 
whenever the PC is being operated in such lighting conditions. 

Col. 1, hnes 43-49. Helms further states that *'a technical advantage achieved with the invention 
is that it provides increased run time between battery changes by lowering the brightness level of 
an LCD during u^e in low ambient light conditions /" Col. 2^ lines 36-39, Thus Helms, when 
viewed as a whole, teaches the advantages of using its disclosed invention in low ambient light 
conditions. 

In contrast, Ottenstein teaches that "[t]he auto brightness control of the present invention 
is designed to automatically adjust brightness to maintain a constant contrast over changes in the 
reflected ambient light." Col. 3, hnes 16-19. Ottenstein specifically states further that "the 
automatic brightness control need not and should not operate at low ambient light levels, say less 
than 10% of maximum." Col. 3, line 68 - col. 4, line 2. Thus, while Hehns specifically teaches 
the advantages of using its disclosed invention in low ambient light conditions, Ottenstein, 
viewed as a whole, specifically teaches away fiom such usage by stating to the contrary that its 
disclosed invention should not be used at low ambient light levels. Accordingly, the combined 
teachings of OttcnsteiR and Hehns, when viewed as a whole, are not suf&ci^t to render the 
subject matter of claims 1, 8, and 13 prima facie obvious because there is no suggestion or 
motivation to combine the teachings of these references. See Manual of Patent Examining 
PiDcedure §§ 214L02, 2145(X)(D)(2). 

Applicants also respectfully disagree with the assertion in the Office Action that there is 
any sort of "'essence" of the subject matter claimed in claims 1» 8, or 13 that is disclosed iii Helms 
to any degree such that one of ordinary skill in the art would be motivated to combine the 
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teacbings of Heltns. relating to laptop computers, with the teachings of Ottenstein, relating to 
airplane cockpit displays, in order to somehow arrive at the subject ma^ of claims 1, 8, or 13. 
The subject matter of claims 1, 8, and 13 is concerned with the particular problems associated 
with the continuously changing lighting conditions often associated with handheld computers and 
similar mobile electronic devices. For example, as Applicants explain in paragraph [0025] of the 
specification, multiple sensors on the face of a handheld computer may provide a more accurate 
estimate of lighting conditions because single light sensors used in handheld computers and 
similar mobile electronic devices may be obscured by a finger or other object or the like. Such 
problems are not inherent with laptop computers and are therefore not addressed in Hehns , This 
noted difference is particularly evinced by the disclosed use of a detector on the rear of the 
display in Helms, which would often be obscured if employed on tlie rear side of a handheld 
computer by a hand or work surface, essentially leaving a single sensor on the 6ont which may 
be obscured by the hand or object u^ed to operate the handheld computer. Such problems are 
also not inherent with cockpit displays for airplanes and are therefore not addressed in Ottenstein . 
Thus, no such motivation exists for combining the teachings of Helms, relating to kptop 
computers, with the teachings of Ottenstein, relating to airplane cockpit displays. 

Accordingly, Applicants request that the rejection of claims 1, 8, and 13 under 35 U.S.C. 
§ 103(a) be withdrawn. Additionally^ claims 2-7 depend from claim 1, claims 9-11 depend fipom 
claim 8, and claims 14-16 depend from claim 13, and are thus patentable over the cited 
combination of references for at least the same reasons as stated above with regard to claims h 8 
and 13, and AppUcants further request that the rejection of these claims under 35 U.S.C. § 103(a) 
be withdrawn as well. 

b. Rejection of claims 12 and 17 based on Ottenstein in view of Helms and 
fnrther in view of Katada 

In section 2 of the Office Action, claims 12 and 17 are rejected under 35 U.S.C, § 103(a) 
as being unjatentable over Ottenstein in view of Helms and fiirih^ in view of Katada (U.S. 
Patent No. 5,933,089), With regard to claims 12 and 17, Applicants respectfully submit that the 
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OMce Action faiU to establish a prima facie case of obviousness because there is no suggestion 
or motivation for one of ordinary sldll in the art to modify Qttenstein or to otherwise combine the 
teachings of Qttenstein. Helms, and Katada to somehow arrive at the subject matter of claims 12 
or 17. -More specifically, tliere is no suggestion or motivation to combine the teachings of 
Qttenstein, Helms, and Katada because, viewed as a whole, the disclosure of Qttenstein 
specifically teaches away from a combination of Ottejistein with teachings of Helms (as 
discussed above), and because the proposed combination of the teachings of Ottenstein and 
Katada. would change the principle of operation of Qttenstein . 

The Office Action states that "Katada discloses the contrast being adjusted by setting the 
contrast adjustment signal coiresponding to light detected by light sensors (see column 7. lines 8- 
20)." The Office Action further states that 

It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to inq)lement the automatic di^lay 
brightness adjustment techniques of Qttenstein and handheld 
computer display of Helms with the contrast signal generation 
techniques of Katada in ord^r to improve the display of text onto 
displays operating in environments of varying ligihting conditions 
(see colimms 2-3, lines 66-5 of Katada), such as in mobile 
computing applications. 

However, as stated abova, the disclos^re of Ottenstein specifically teaches away from a 
combination of Otteaastein with teachings of Helms . As to Katada, it teaches that '*the contrast of 
the message displayed on the LCD SO is automatically adjusted according to the light quantity Pu 
received by the light sensor. CoL 7, lines 50-52, Thus, viewed as a whole, Katada teaches 
adjusting the contrast in response to ambient Ugjbt conditions. 

Qttenstein. however, teaches that "[t]he essence of the invention is the concept of varying 
the foreground brighmess in direct proportion to the ratio of ambient light levels, in order to 
maintain constant extpngic cnntrast " Col, 2, lines 54-57. Ottenstein further states that "[tjhe 
auto bri^itaess control of the present hxvention is designed to automatically adjust biightness to 
maintain a constant contrast over changes in the reflected ambient light.'' Col. 3, lines 16-19. 
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Thus, viewed as a whole, Otteostein teaches that the essence and design of the invention are 
based on adjusting brightness to maintain constant contrast. To modiiy the teachings of 
Qttenstein, as the Office Action suggests, such that the contrast were adjusted in response to 
ambient light conditions would disregard the explicitly stated essence of the Ottenstein invention 
and would thus change the principle of operation under which the invention of Ottenstein was 
designed and intended to operate (i.6.;, varying the foreground brightness to maintain a constant 
contrast." Thus, the combined teachings of Ottenstein, Hehns, and Katada are not sufficient to 
render the subject matter of claim 12 or claim 17 prima facie obvious because there is no 
suggestion or motivation to combine the teachings of these references. See Manual of Patent 
Examining Procedure § 2143,01. Accordingly, Applicants request that the rejection of claims 12 
and 17 under 35 U.S.C. § 103(a) be withdrawn 

Conclnsion 

Applicant believes that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application- 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.EL §§ L16-I.17, or credit any overpayment, to 
Deposit Account No. 06-1447. Should no proper payment be enclosed herewith, as by a check 
being in the wrong amount, unsigned, post-dated, otherwise improper or informal or even 
entirely missing, the Commissioner is authorized to charge the ur^aid amount to Deposit 
Account No, 06-1447- 



-9- Application No. 09/842,561 

cot 1B51 707.1 



PAGE 12/13 * RCVD AT 8/17/2005 5:41:02 PM [Eastern Daylight Time] ' SVR:USPT0«EFXRF-6I27 * DNIS:2738300 ' CSID:414319?016 ' DURATION (m[iKS):03-34 



AUG. 17. 2005 4:47PM 33RD FLOOR 



NO. 217 P. 13/13 



Atty, Dkt. No. 035451-0127 (3626.Palni) 

If any extensions of time are needed for timely acceptance of papers submitted herewith, 
Applicant hereby petitions for such extension under 37 C.F.IL § L136 and authorizes payment of 
any such extensions fees to Deposit Account No. 06-1447. 



Respectfully submitted, 



Date &j]l-jzOO^ 

FOLEY & LARDNER LLP 
Customer Number: 26371 
Telephone: (414) 297-5554 
Facsimile: (414) 297^4900 




Chad B. Bement 
Attorney for Applicant 
Registration No, 54,991 
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